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Importance intellectual property protection

• Intellectual property fosters innovation

• New economy: intangible assets more important than tangible assets

• S&P 500:

– In the 1970s S&P 500 companies had collective market cap in which 90% was 
attributable to tangible assets (land, physical infrastructure like industrial plants, 
equipment, …)

– Today, S&P 500 companies have a collective market cap in which 90% is attributable to 
intangible assets (patented technology, trademarked brands, copyrighted software, …) 
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Intellectual Property Rights (1)

• Many types of intellectual property rights

• Basically two main categories
– Identifiers

– Creations

• Identifiers
– Trademarks

– Tradenames

– Domain names

– Geographical indications

– …
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Intellectual Property Rights (2)

• Creations

– Copyright

– Design rights

– Neighbouring rights

– Software

– Patents

– Chips

– Databases

– Plant varieties

– …
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• Two types of protection

• IP rights which protect creations
– Absolute
– Prohibit reproductions
– Protect creator
– Limited in time

• IP rights which protect distinctive signs
– Relative
– Prohibit use distinctive sign in relation to determined products or services, on condition 

risk that consumer confused about origin goods or services 
– Protect consumer
– Unlimited in time

Intellectual Property Rights (3)
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Intellectual Property - Legislation

• Each of the IP rights is subject to a specific legislative regime which can be

– Belgian (e.g. Belgian Code of Economic Law (since 1/1/2015))

– Benelux (e.g. Benelux Convention on IP)

– EU (e.g. Regulation on Community Trademark)

– International (e.g. European Patent Convention)
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Intellectual Property - Trends

• More and more ad hoc protection regimes

– Software, chips, databases, …

• Harmonisation

– International treaties (WIPO (Paris Convention, Berne Convention), WTO (TRIPS), EU 
Directives, …)

• Important role European Court of Justice
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Plan

1. Be realistic about your rights

2. Don’t take granted patents for granted

3. Shop for the right forum

4. Document IP ownership/assignment

5. Not everything which is public is public domain

6. Choose your name carefully
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Be realistic
about your rights
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Be realistic about your rights (1)

• Trademark: Any sign capable of distinguishing the goods or services of one 
undertaking from those of other undertakings

• Under trademark law (contrary to copyright law), registration is required to be able to
enforce trade mark rights

• OHIM decision 16 June 2011
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Be realistic about your rights (2)



Brussels  /  Düsseldorf  /  Hamburg  /  London  /  Manchester  /  Munich  /  Palo Alto  /  Paris  /  Shanghai /  fieldfisher.com 12

Be realistic about your rights (3)

• United States District Court of New York decision of 10 August 2011
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Be realistic about your rights (4)

• Originality (« copyright is liable to apply only in relation to subject-matter which is orginal in 
the sense that is the author’s own intellectual creation » (ECJ, 16 July 2009, C-5/08, Infopaq)

• No formalities
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Be realistic about your rights (5)
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Be realistic about your rights (6)
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Be realistic about your rights (7)

• Antwerp Commercial Court, 16 December 2013
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Don’t take granted 
patents for granted
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Don’t take granted patents for granted (1)

• Patent troll:

– Does not practice or commercialise patented inventions

– Acquires and/or holds patents solely for enforcing and licensing
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Don’t take granted patents for granted (2)

• In the US, ‘trolling’ is booming

– 2007: 24.5 % of patent infringement lawsuits by trolls

– 2011: 40%

– 2012: 56% (R. Feldman, T. Ewing, S. Jeruss, ‘The AIA 500 Expanded: The Effects of Patent 
Monetization Entities’, UCLA Journal of Law & Technology 2013, Volume 17, Issue )

• Procedural environment:

– Huge litigation cost: average cost of patent infringement lawsuit in 2009 was $5.5 million
(2009 AIPLA Economic Survey)

– Huge damage awards (jury, punitive damages)

– Risk of Injunction
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Don’t take granted patents for granted (3)

• 75 % of the cases is settled:

– Due to costs involved and risk of injunction, defendant companies often find it more cost 
effective to settle, even if they do not believe that infringement has occurred, rather 
than proceed through expensive and uncertain litigation

– At too high a price (“hold-up”)

• “The folks that you’re talking about [Patent Trolls] are a classic example; they don’t 
actually produce anything themselves. They’re just trying to essentially leverage and 
hijack somebody else’s idea and see if they can extort some money out of them… [O]ur 
efforts at patent reform only went about halfway to where we need to go and what 
we need to do is pull together additional stakeholders and see if we can build some 
additional consensus on smarter patent laws.” (President Obama, 14 February 2013)

• Innovation Act passed Congress but stalled in Senate on 21 May 2014 (lobby of trial 
lawyers and pharma lobby)
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Don’t take granted patents for granted (4)

• Trolls In Europe?

– Less favorable environment than in US

• Cost of litigation is much lower (less leverage)

• Damage awards (no jury) are lower (less leverage)

– But trolls are becoming more active in Europe too

– Be prepared !
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Don’t take granted patents for granted (5)

• Check vendor agreements

– Indemnification provision?

– Procedure to be followed for indemnification

– Indemnification is capped?

• Have IP counsel review the patents and the allegedly infringing product/process

– Very often trolls patents are ‘bad’ patents

– Design around possible?

– Obtain an opinion of IP counsel (to avoid ‘bad faith’ scenario) on invalidity and/or non-
infringement
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Don’t take granted patents for granted (6)

• Extent of potential damages/royalties

– If cost of licensing offer exceeds cost of litigation and patents are bad patents indeed, it 
might be worth fighting

– Fighting will also help in keeping other trolls at a distance

• Explore whether other companies are prepared to cooperate /joint defense 
arrangements

– Cooperate in areas such as prior art searching, development of invalidity and non-
infringement defenses

– Divide work and share expenses

– Usually leads to stronger invalidity defenses because of greater resources
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Don’t take granted patents for granted (7)

• Telenet vs Rovi

• Endless (vague) discussions:

– “Rovi’s patent portfolio in Belgium includes more than 225 issued patents and pending 
applications, and we have provided you with a complete list of this portfolio previously. We 
have not attempted to analyze each and every patent or application in that portfolio as we 
believe that is up to Telenet to establish its eventual need to take a license under the entire 
portfolio.”

– “Given the breadth and depth of our portfolio, we do not believe it is necessary for Rovi to 
illustrate infringement for each and every relevant patent in our portfolio.”

• (in the meantime) analysis of patent portfolio:

– Belgian portfolio less substantial than, e.g. Dutch, UK, German portfolio’s

– Only a few patents are relevant but good invalidity and/or non-infringement arguments

– No license required
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Don’t take granted patents for granted (8)
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Don’t take granted patents for granted (9)
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Don’t take granted patents for granted (10)

A. There is a server and a plurality of set-top-boxes

B. The server can freeze delivery of a media-on-demand program when it receives a 
request from a first set-top-box

C. The server kan  resume delivery to a second set-top-box when a request is received from 
that device

D. The delivery will be resumed at the point at which said delivery was frozen
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Don’t take granted patents for granted (11)

• Novelty: « An invention shall be considered to be new if it does not form part of the 
state of the art. »

• « The state of the art shall be held to comprise everything made available to the 
public by means of a written or oral description, by use, or in any other way, before 
the date of filing of the European patent application. »

• Absolute condition: 

– Wherever in the world

– Whatever language

• Pay attention to your own disclosures!
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Don’t take granted patents for granted (12)

NL 6514306
“buoyant bodies 1 are inserted into a sunken 
vessel 4 through a tube 3 from a salvage ship 2.”
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Don’t take granted patents for granted (13)

'The Sunken Yacht', © 1949 Walt Disney
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Don’t take granted patents for granted (14)

Amy Charlene Reed, "Room to 
room video", Popular Science, May 
1991, p. 98
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Don’t take granted patents for granted (15)

Bo Zou, "Mobile ID Protocol: A badge-
activated Application level Handoff of 
a multimedia streaming to support 
user mobility", August 2000,  p. 10

 

Play a movie session Session stop 

Store the session info 

Session resume on a 
different machine 

Session resume on 
the same machine 
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Don’t take granted patents for granted (16)

• President of Antwerp Commercial Court decided (3 April 2012) that

– patent is invalid

– Rovi had comitted an unfair trade practice and issued an injunction prohibiting Rovi from
(i) sending cease-and-desist letters in which it does not specify which claims of which
patents it deems to be infringed by which acts and (ii) thereafter refusing to clarify when
requested to do so by Telenet under a penalty of 250.000 EUR per violation of the order



Brussels  /  Düsseldorf  /  Hamburg  /  London  /  Manchester  /  Munich  /  Palo Alto  /  Paris  /  Shanghai /  fieldfisher.com 34

When possible, shop 
for the right forum
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Choose the right forum (1)

• IP litigation often extends beyond the borders of one country

– Rights granted in several territories

– Infringement taking place in several territories (distribution of infringing goods, offer for
sale, manufacture, transit etc…)

• In the EU, IP rights are harmonized to a certain extent but some differences still
remain : 

– Approach of the courts in applying harmonized concepts (e.g. copyright in BE/FR versus 
Italy/Germany)

– Approach of the courts to IP rights generally (e.g. countries seen as more patentee
friendly (eg DE,NL) than others (UK)

– Country-specific “perks” (e.g. BE broad, fast and easy “saisie-description”, UK depth of 
the discovery and witness statements, DE fast and easier injunctions, etc…)

– Country-specific “traps” (e.g. UK “unjustified threats”)
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Choose the right forum (2)

• And of course : the costs

– Cheaper to litigate in BE/NL than in UK/DE

– And different recovery systems if you prevail !

• Article 14 of the Enforcement Directive : 

Legal costs

Member States shall ensure that reasonable and proportionate legal costs and other expenses incurred 
by the successful party shall, as a general rule, be borne by the unsuccessful party, unless equity does not 
allow this.

• In Belgium : 

– Successful party in defending a patent infringement claim (injunction) and in counterclaim for
invalidity

– Gets maximum 11.000 (22.000 with appeal) for attorney fees

– Nothing for technical experts/patent attorneys

– Art. 1022 Code of civil procedure / Act of 21 April 2007
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Choose the right forum (2)

• Court of appeal Antwerp 26 januari 2015

1. Do the terms ‘reasonable and proportionate legal costs and other expenses’ in Article 14 of 
Directive 2004/48/EC of the European Parliament and of the Council of 29 April 2004 on the 
enforcement of intellectual property rights (‘the Enforcement Directive’) preclude the Belgian 
legislation which offers courts the possibility of taking into account certain well-defined 
features specific to the case and which provides for a system of varying flat rates in respect 
of costs for the assistance of a lawyer? 

2. Do the terms ‘reasonable and proportionate legal costs and other expenses’ in Article 14 of 
the Enforcement Directive preclude the case-law which states that the costs of a technical 
adviser are recoverable only in the event of fault (contractual or extra-contractual)? 
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Choose the right forum (2)

• If the Belgian system is valid : 

– Nothing changes

– If you have a strong case, better not do it in Belgium

– If you have a weak case, better do it in Belgium (and certainly not in the UK)

• If the Belgian system is invalid : 

– Be prepared to show your attorney and technical counsels bills (prepare now for this
potentiality)

– If you are currently involved in an IP case where you have a strong position and
substantial costs, remember to ask for your full ‘reasonable and proprortionate’ costs !
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Document IP 
ownership/assignment 
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Document IP ownership/assignment (1)

• Intellectual property is created by humans

• Mostly for a company

• If employee:

– patents: automatic assignment

– Copyright: no automatic assignment (except for software)
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Document IP ownership/assignment (2)

• Computer software
– Employee deemed to assign rights to employer

– BUT : restrictive definition of “employee”

– Cass 3 June 2010: 

• DocToKeep : computer program assisting in archiving and retrieving critical information 
throughout his organisation 

• Created by Mr. H who was the manager (“gérant”) of Area Productions sprl

• No agreement dealing with copyright between Mr. H en AP

• Area Productions goes bankrupt

• Receiver sells the software to

• Mr H claims that Dekimo infringes his copyrights

• Mr H had not assigned his rights and the legal presumption does not apply
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Not everything 
which is public, 

is public domain
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Not everything which is public, is in the public domain (1)

• What is public domain ?

– Creations that are not original enough or that are too old

– Europe: 70 years post mortem / US:
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Not everything which is public, is in the public domain (2)

• Available on “Google Images” >< public domain

– Getty Images:
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Not everything which is public, is in the public domain (3)

• Open Source Software >< public domain

– You should think of “free” as in “free speech,” not as in “free beer”. 

– « Strings attached » (e.g. redistribution of derivative works)

– Court of Appeal Paris, 16 September 2009, EDU4

• Public grant for educational tools with software

• Includes open source software « VNC » (GPL v2)

• GPL conditions were not fulfilled

• Contract (grant) annulled !
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Choose your name
carefully
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Be careful when chosing a name (1)

• Any sign capable of distinguishing the goods or services of one undertaking from
those of other undertakings

• All sorts of signs:
– Words

– Figurative signs

– Combinations of words and figurative signs

– Packaging

– Shapes

– Sounds

– Colors

– …
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Be careful when chosing a name (2)

• (invented or existing) words, numbers, names, slogans, etc.
– Apple

– Mercedes

– BMW

– X3

– 501

– Eddy Merckx

– Mannen Weten Waarom

– …
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Be careful when chosing a name (3)

• Logo’s, pictures, designs, portraits
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Be careful when chosing a name (4)

• Combinations of words and figurative elements
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Be careful when chosing a name (5)

• Packaging

« Het merk bestaat uit het beeld van het geheel van een
cilindrische verpakking, zoals afgebeeld, gezien vanuit
verschillende hoeken, incluis de vorm »
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Be careful when chosing a name (6)

• The shape of goods
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Be careful when chosing a name (7)

• Colors and color combinations

Red Bull

Deutsche Telekom

Kraft
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Be careful when chosing a name (8)

• Sounds, jingles

Nokia

Vodafone

McDonald’s
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Be careful when chosing a name (9)

• Position marks

The design of two curved 
lines positioned in the 
design of a pocket

The trademark consists of the 
colour red (Pantone 18.1663TP) 
applied to the sole of a shoe as 
shown (the outline of the shoe is 
therefore not part of the 
trademark but serves to show the 
positioning of the trademark)
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Be careful when chosing a name (10)

• Any sign capable of distinguishing the goods or services of one undertaking from
those of other undertakings

1/ DISTINCTIVE CHARACTER : 

– Some signs cannot function as a trade mark because they designate a characteristic of 
the goods/services concerned

– Is a relative concept: descriptive for certain goods or services but not for others

OK for computers

Not OK for fruit juice
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Be careful when chosing a name (11)

2/ AVAILABILITY : 

• No similar earlier trade marks which have been registered/used for similar
products/services

• Available to all:
– Benelux (http://register.boip.int/): 3 registers (BX – International – CTM)

– CTM (oami.europa.eu/CTMOnline/RequestManager/en_SearchBasic)

– EU (http://www.tmview.europa.eu/tmview/advancedSearch.html): 37 countries

– WIPO (http://www.wipo.int/romarin)

– Company names (http://kbopub.economie.fgov.be/kbopub/zoekwoordenform.html)

– Domain names (www.dns.be, www.eurid.eu, …)

– Search in Google!

• Professional databases (Saegis, Edital,…) 
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Be careful when chosing a name (12)

3/ THINK INTERNATIONAL

• Think about your brand in other languages

– Chevy Nova Chevy Caribe in Latin American countries

– Mazda Laputa

– “Gerber” for Baby Food

– “Gossamer” for condom
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Thank you for your attention…


